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DETAILED ACTION 

1 . In view of the amendment, previous 112, second paragraph rejection on claims 
1-16 is hereby withdrawn. 

2. As previously indicated, the effective filing date of present application is 
December 12, 2003 because the subject matter of present claim 1 is not fully supported 
by the provisional application (filed on March 27, 2003) - for example, there is no 
support in the provisional application for all of those reactants listed in the limitation (vi). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 2, 4, 5 and 12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Laulicht et al (US 2007/0275080 A1). 

Laulicht et al teaches (see [0132]) that the surface of a polymer capsule can be 
modified to create functionality such as carboxylic acid groups through oxidation of the 
polymer capsule surface at the functional locality, by using such means as exposure to 
UV light. Then, the presence of carboxylic acid groups at the functional locality can 
allow for an anchoring of larger, often more complex linking groups such as 
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polyethylene glycol (which is a polymer) or biochemical linkers such as the 
biotin/streptavidin/biotin-substrate linking complex. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 1, 2, 4-11, 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brandow et al (US 6,436,615 B1). 

In Fig.2, Brandow teaches the following; first, by imagewise exposure to 193 nm 
radiation, the polymer having 3-chloromethylp/?eny/ group is oxidized to have -COOH 
groups in the exposed portions. Further steps such as grafting of ligand Q-Z and EL Ni 
deposition follow (see also, col.4, lines 66-67, col. 5, lines 1-45). Brandow teaches 
(col.5, lines 32-39) that the preferred exposure sources are excimer lasers operating 
under ambient conditions. Since Brandow teaches that the material remaining in the 
irradiated regions are oxidized species such as carboxylic acid groups, it is the 
Examiner's position that Brandow teaches present step of selectively exposing the 
polymer in an oxidizing atmosphere to actinic light with the fluence of light in the 
exposed portions sufficient to induce photooxidation of polymer sufficient to generate 
carboxyl groups that remain bound to the polymer surface. Brandow teaches that Q (a 
group possessing the appropriate combination of physical and chemical properties 
required for the application) can include single strand DNA sequences (col. 6, lines 19- 
21). Brandow also teaches that (col.6, lines 28-38) Q can contain ligand groups such 
as thiol-, amino-, pyridyl-, diphenylphosphino-, or acetylacetonato- and Z can consist of 



Application/Control Number: 10/734,816 Page 4 

Art Unit: 1795 

aliphatic amine or alcohols. Based on this teaching, it would have been obvious to one 
skilled in the art to have Q to be thiol or DNA and Z to be alcohol group with a 
reasonable expectation of providing improved substrate patterning. Brandow's QZ 
ligand as a whole is equivalent to present reactant because the QZ ligand is being 
reacted with the -COOH groups to impart chemical functionally (present claim 1 only 
requires the one or more reactants to react with the bound carboxyl groups to impart 
chemical functionality). Thus, it is the Examiner's position that Brandow's QZ ligand in 
which Q is thiol or DNA still teaches present reactant compounds. Thus, Brandow's 
teaching renders obvious present inventions of claims 1, 2, 4-1 1, 13 and 14. 

Allowable Subject Matter 

7. Claims 3, 15 and 16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. None of the cited prior arts 
teaches or suggests using visible light for the exposure step. None of the cited prior 
arts teaches or suggests using those polymers substrates of claims 15 and 16. 

Response to Arguments 

8. Applicants argue that Brandow's Q groups are irrelevant to the present 
discussion since it was only the Z group, not the Q group that Brandow attached to the 
surface. However, present claim language of claim 1 only requires that one or more 
reactants to react with the carboxyl group (the claim language does not specify which 
part of the reactant to be bound to the carboxyl group). In Brandow, the QZ ligand is a 
single reactant (it is not two separate compounds), and since Brandow's QZ ligand is 
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being reacted with the carboxyl groups to impart chemical functionality (, which is later 
to be used for EL Ni deposition), it is the Examiner's position that Brandow's QZ ligand 
still meets the limitation of present reactants. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sin J. Lee/ 

Primary Examiner, Art Unit 1795 
November 21, 2009 



